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This is a decision on appeal fromthe examner's fina
rejection of clainms 1 through 15, which are all of the clains

pending in this application.

Appel lant’ s invention relates to an apparatus and net hod
for conditioning air wwthin the encl osed space of a building.
I ndependent clainms 1 and 9 are representative of the subject
matter on appeal and a copy of those clains may be found in

t he Appendi x to appellant’s brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Wat ki ns 3,173, 353 Mar. 16,
1965
Sassmann 4,292,927 Cct. 6,
1981
Lest age 5,092, 520 Mar. 3,
1992

An additional prior art reference of record in the
present application relied upon by this panel of the Board in
a new ground of rejection entered pursuant to 37 CFR §

1.196(b) is:
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Bobj er et al. (Bobjer) 4,515, 070 May 7,

1985

Clains 1 through 5 and 8 through 13 stand rejected under
35 U.S.C. 8 103 as being unpatentable over Lestage in view of

Wat ki ns.

Clains 6, 7, 14 and 15 stand rejected under 35 U S. C. 8§
103 as bei ng unpatentable over Lestage in view of Watkins as

appl i ed above, and further in view of Sassmann.

Rat her than reiterate the examner's full statenent of
t he above-noted rejections and the conflicting viewpoints
advanced by the exam ner and appel |l ant regardi ng those
rejections, we nmake reference to the final rejection (Paper
No. 7, mailed Decenber 4, 1996) and the exam ner's answer
(Paper No. 11, nmil ed Decenber 2, 1997) for the exam ner's
reasoning in support of the rejections, and to appellant’s
brief (Paper No. 10, filed Novenber 6, 1997) and reply brief
(Paper No. 12, filed February 5, 1998) for appellant’s

argument s t her eagai nst.



Appeal No. 98-2186
Application No. 08/517,946

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to appellant’s specification and clai ns,
to the applied prior art references, and to the respective
positions articul ated by appellant and the examner. As a
consequence of our review we have reached the determ nations

whi ch foll ow.

Looking to the examner's prior art rejection of appeal ed
claims 1 through 5 and 8 through 13 under 35 U. S.C. § 103 as
bei ng unpatent abl e over Lestage in view of Watkins, we note
that as has been set forth on pages 2-3 appellant’s
specification, the Lestage patent discloses an air extraction
apparatus for dehumdifying air in a basenent or other
encl osed area of a building. The Lestage apparatus is very
simlar to that defined in independent claim1l1l on appeal, with
the exception that the fan (8) of Lestage is seen to be at the
outl et end of conduit (6) instead of being |ocated "adjacent
the bottomfloor” as required in appellant’s clains on appeal.

In accordance with appellant’s drawi ngs and the di scl osure at
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page 5, lines 5-19, of the specification, we understand the

| anguage "adj acent the bottomfloor” in claiml1, and simlar

| anguage in nethod claim9, to require that the fan (42, 46)
be |l ocated at the inlet end (50) of a discharge conduit (e.g.,
44) and cl osely adjacent the floor of the bottomlevel of a
bui l di ng, usually the basenent floor as seen at (14) in

appel lant’ s Figure 1.

Recogni zi ng the above-noted deficiency in Lestage, the
exam ner turns to the heat retrieving device of Wtkins,
noting that this device has the fan or punp (28) thereof
| ocated adj acent the floor (12). The exam ner concl udes that
it woul d have been obvious to one of ordinary skill in the art
to nove the fan (8) of Lestage so that it is |ocated adjacent
the floor (1) therein, in view of Watkins, for the purpose of
making it easier to renove the fan for cleaning or repair

pur poses.

In our opinion, the examner’s rejection is nerely an
I nproper hindsight attenpt to reconfigure and reconstruct the
devi ce of Lestage based on appellant’s own teachi ngs and not
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on any fair teachings or suggestions found in Lestage and
Wat ki ns. Li ke appellant, we note that both Lestage and Watkins
teach or suggest that the fan or punp nmenber of the respective

systens therein be |ocated at the discharge end of the

associ ated conduit (6 of Lestage and 16 of Watkins) instead of
bei ng "connected to said air inlet end of said conduit neans”
as required in claiml1 on appeal and "adjacent the [or a]
bottomfloor" so as to renove air at the floor |evel and

di scharge the air through the associated conduit to the
exterior of the building, as set forth in both clains 1 and 9
on appeal. As a further point, we observe with regard to this
rejection that the exam ner has nmade no attenpt at all to
address the limtations of clains 5, 8 and 13 on appeal. For
these reasons, we will not sustain the examner’s rejection of
claims 1 through 5 and 8 through 13 on appeal under 35 U.S.C.

§ 103.

Wth regard to the examner's rejection of clains 6, 7,
14 and 15 under 35 U. S.C. § 103 based on Lestage, Wtkins and
Sassnmann, we share appellant’s view as expressed on pages 9

and 10 of the brief, and again conclude that the exam ner’s
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proposed conbi nati on of these patents is conpletely

unsupported by the teachings of the references thensel ves and

i's based on
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i rper m ssi bl e hindsi ght derived solely fromappellant’s own
di scl osure. For that reason, the examner’'s rejection of
these clainms under 35 U.S.C. 8§ 103 will |ikew se not be

sust ai ned.

As is apparent fromthe foregoing, the decision of the
exam ner rejecting clains 1 through 15 of the present

application is reversed.

Pursuant to our authority under 37 CFR § 1.196(b), we
enter the foll ow ng new ground of rejection against

appellant’s clains 1 through 3 and 9 through 12 on appeal .

Clains 1 through 3 and 9 through 12 are rejected under
35 U.S.C. 8 103 as being unpatentable over Bobjer. |In our
opi nion, it would have been obvious to one of ordinary skill
in the art at the tine of appellant’s invention to have
utilized the ventilation device of Bobjer on a bottom or
basenment floor of a building to condition the air within an
encl osed space during the painting of said space (as generally
di scl osed in Bobjer), or at any other tine that an owner may
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desire. In this context, we note that the device of Bobjer

i ncludes a conduit neans (14) and a fan neans (9) nounted on
or adjacent the floor (3) of an encl osed space within the
bui | ding and connected to an air inlet end of the conduit
nmeans (14) for renoving air fromthe floor |evel and

di scharging the air through the conduit neans and a wal
opening (5) to the exterior of the building. Wth particul ar
regard to the requirenment of claim12 on appeal, we are of the
view that operating the fan of Bobjer in an encl osed space on
the bottom or basenent floor of a building would inherently
"regulate humdity in the encl osed space” by draw ng the
relatively heavy humd air near the floor out through the
conduit neans (14) and allowing less humd air from adjacent

the ceiling (2) to replace it.

Wth respect to appellant’s evidence of comrerci al
success, we note that the itens supplied by appellant appear
to present
nerely | audatory comments about the invention, or the general
concept of the invention, with little factual information

bei ng provided. Wile such praise of the invention may wel
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| ead appellant to the conclusion that the Dehumid "Mther’s
Hel per” or other Dehumid units are destined to enjoy
commerci al success, these expectations by appellant do not
provi de any substantial evidence which can be said to outweigh
t he evi dence of obviousness relied upon by this panel of the
Board in our new ground of rejection above. Wile we nay
accept appellant’s personal view, and that expressed in the
letters, that the invention is neritorious, we cannot concl ude

t hat such
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recognition alone fornms any basis to overcone the strong
evi dence of obvi ousness that we have relied upon above in the

formof the Bobjer patent.

One maj or area of weakness in appellant’s evidence is the
| ack of any indication that the various units referred to in
the letters are in fact |ike the apparatus set forth in the
clains before us on appeal. Were it is asserted that
commerci al success of the invention supports a concl usion of
nonobvi ousness, the appellant is required to denonstrate a
nexus between the nerits of the clainmed invention and the

evi dence of commerci al success. See Cable Electric Products,

Inc. v. Genmark, Inc., 770 F.2d 1015, 1027, 226 USPQ 881, 888

(Fed. Cir. 1985). No such nexus has been established by the
"evi dence" presented by appellant in the present case.
Moreover, we al so observe that no evidence is offered as to
ot her factors of significance in establishing comercia
success, such as total market demand, market share, grow h of
mar ket share or the extent to which appellant's air
condi ti oning assenbly has di spl aced ot her assenblies in the

mar ket . Nor is there evidence to show that sal es of
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appellant’s units were due to the clained features of the
I nvention and not to other factors like preferential pricing

relative to conpeting products and substantial adverti sing.

In view of the foregoing, we are satisfied that when al
the evidence is considered, the totality of the evidence
subm tted by appellant cannot be accorded substantial weight,
so that, on bal ance, the evidence of nonobviousness fails to
out wei gh the evi dence of obvi ousness relied upon by this pane

of the Board in our new ground of rejection.

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8 1.196(b) (anmended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (CQct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).

37 CFR
8§ 1.196(b) provides that "[a] new ground of rejection shal

not be considered final for purposes of judicial review "

37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se
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one of the following two options with respect to the new
ground of rejection to avoid termnation of proceedings (37
CFR 8 1.197(c)) as to the rejected clai ns:

(1) Submt an appropriate anendnent of the
clainms so rejected or a show ng of facts
relating to the clains so rejected, or both, and
have the matter reconsidered by the exam ner, in
whi ch event the application will be remanded to
t he exam ner. .o

(2) Request that the application be reheard
under 8 1.197(b) by the Board of Patent Appeals
and Interferences upon the sane record. .

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR

§ 1.136 (a).

REVERSED; 37 CFR § 1. 196(b)

JAMES M MEI STER )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
CHARLES E. FRANKFORT ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES
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WLLI AM F. PATE
Adm ni strative Patent Judge

CEF/ sl d
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